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Opi nion by Rogers, Adm nistrative Trademark Judge:

Anal yti ca Environnental Laboratories, Inc.
("petitioner"”) has petitioned to cancel the registration
owned by Lum na Deci sion Systens, Inc. ("respondent™) for
the mark ANALYTI CA for goods identified as "conputer
software for decision analysis applications in the
envi ronnment al , pharmaceutical, aerospace, power plant,

financial, tel econmunications, health care, conputer,
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manuf acturing and retail fields and user nmanuals sold
together as a unit t herewi t h. "L

In pertinent part, petitioner asserts in its pleading
that it "has adopted and conti nuously used the trademark
ANALYTI CA and design, since at |east as early as Novenber
30, 1987 to the present, in connection wth environnental
testing and analysis | aboratory services"; that it has
obt ai ned Registration No. 1,665,304 for the mark, for those
services; that there is no issue as to priority of use
because respondent filed its intent-to-use application in
April 1995 and in its subsequently filed statenment of use
cl ai mred Septenber 9, 1996 as respondent's date of first use;
that consuners are likely to consider respondent's goods as
emanating frompetitioner; and that there is a |likelihood of
consuner confusion or deception, as evidenced by an instance
of actual confusion. Petitioner attached to its petition a

plain copy of its registration, showing the mark set forth

ANALYTICA

—-N~C~0~R-P—~0-R—A~T—E-D—

bel ow.

! Registration no. 2,044,684, issued March 11, 1997, in
international class 9, and listing a date of first use and first
use in comerce of Septenber 9, 1996.
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In its answer, respondent admtted petitioner's
all egations relative to respondent's first use of
respondent’'s mark ANALYTI CA, but otherw se denied the
al l egations of the petition. |In addition, in separate
avernments, respondent asserted that the petition is barred
by | aches and that petitioner is estopped to petition for
cancel l ati on of respondent's mark.EI

The record includes the pleadings; the file of the
chal l enged registration; a certified copy of petitioner's
pl eaded registration, introduced by petitioner's notice of
reliance, showing that it is subsisting and owned by
petitioner; the testinony and associ ated exhibits fromthe
testinony deposition of Jeffrey Lyons, president of
petitioner; the testinony and associ ated exhibits fromthe
testi nony deposition of Eric Weissman, president and CEO of
Deci si oneering, Inc., a forner |licensee of respondent; and
the testinony and associ ated exhibits fromthe testinony

deposition of Max Henrion, CEO of respondent.EI

2 W view the allegation of estoppel solely as part of
respondent's affirmative defense of |aches.

3 Respondent filed a notice of reliance on its involved
registration file, which was unnecessary. This notice, as well
as petitioner's notice of reliance, asserts that each party wl|l
rely on the testinony of the various witnesses. Again, it is
unnecessary to file a notice of reliance on a testinony
deposition transcript. The transcript of every testinony
deposition taken in a Board case nust be filed wth the Board
and, when filed, automatically constitutes part of the
evidentiary record and may be cited to by any party. See

di scussion and authorities collected in TBMP 8713.12.
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As a prelimnary matter, we consider respondent's
assertion that petitioner has abandoned the mark in its
pl eaded registration. During cross-exam nation of M.
Lyons, respondent's counsel pursued the question of the
precise mark that is covered by petitioner's registration:

Q Is there a registration for a trademark for

Anal ytica Environnmental Laboratories,

| ncor por at ed?

A. Yes.

Q Is that any different than the mark that's

depicted in Exhibit 14 [petitioner's pleaded

regi stration]?

A It currently is because we have submtted the

docunentation to the trademark office, which

under st and has been accept ed, m%fh the current

| ogo and the nane of Anal ytica.

Lyons' Deposition, 32:19 to 33: 2.

Respondent argues in its brief that the mark in
petitioner's pleaded registration has not been used since
April 1995, when petitioner changed its nane.

Not wi t hst andi ng t he evi dence of record which could be
characterized as supporting respondent's assertion that

petitioner has abandoned its registered narkE! we note that

Also, while petitioner's notice of reliance asserts that

petitioner will rely on the transcript of a discovery deposition
of respondent's CEQ, M. Henrion, no such deposition appears to
have been taken. In any event, if a discovery deposition was

taken, its transcript was not subnitted with petitioner's notice
of reliance and is not, therefore, part of the record.

“ Wiile M. Lyons apparently believes that the mark in
petitioner's registration has been changed in Patent and
Tradenmark Office records, the certified copy of its registration
clearly reveals the contrary.

> See, in addition to testinmony quoted above, Lyons' deposition
36:19 through 37: 20.
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respondent is precluded frompursuing a collateral attack on
petitioner's pleaded registration. Respondent did not

i nclude a counterclaimfor cancellation in its answer and
has not noved to anend the answer to assert such a
counterclaim Moreover, we do not view the evidence of
abandonnment as so cl ear and unm st akabl e that petitioner
shoul d be unable to rely on the presunptions of validity,
owner ship and exclusive right to use accorded to the owner
of a registration. Accordingly, we will not further

consider the assertion of abandonnment. See Baroid Drilling

Fluids Inc. v. Sun Drilling Products, 24 USPQ2d 1048, 1050

n.4 (TTAB 1982); see al so, Penguin Books Ltd. v. Eberhard,

48 USPQ2d 1280, 1286-87 (TTAB 1998). In view thereof, we
al so need not consider petitioner's argunment that it has not
abandoned its mark because the speci nens of use submtted
wth its Section 8 and 15 affidavit (Petitioner's exh. 18)
show a mark not substantially different fromthe mark
originally registered.E

We turn, next, to the record. Petitioner and its

rel ated conpani es provide their custoners with environnental

® W note that both petitioner's pleading and its brief rely only
on the mark in the pleaded registration, not use of the word
ANALYTI CA al one as an el enent of the trade nane of petitioner and
the related "Anal ytica Group" conpanies, or on any mark reveal ed
in exhibit 18. Thus, in our analysis of likelihood of confusion
we have limted our conparison of the marks to petitioner's and
respondent's respective registered marks. W have given no

wei ght to evidence relating to other uses of the term ANALYTI CA
or marks incorporating that term by petitioner or "Analytica
Group" conpani es other than petitioner.
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testing and anal ysis | aboratory services. Each of the
rel ated conpani es specializes in testing and anal yzi ng
sanpl es, such as water, air, soil, or building materials,
for particular substances. Lyons' Dep. 7:24-9:8 and 12:9-
12:16. The results, including both raw data and
conclusions, are reported to custoners in hard copy reports
and in electronic form such as by e-nail via the Internet
or by diskette. Custoners can utilize the electronic form
results to mani pul ate and use the data and reports in
assessing environnental risks. [Id. 11:5-11:15, 52:4-52:25.

Petitioner's custoners include "a wde array of
conpanies or individuals. It can be city, state, |ocal
muni ci palities, federal governnent agencies, state
gover nnment agencies, commercial and industrial businesses,
environnmental consulting firms, environnmental engineers,
petrol eum engi neers.., [and] universities [and] school
districts.” 1d. 19:14-19:24. The services cost from"a few
hundred dollars to several hundred thousand dollars.” Id.
81:15-81:16. Petitioner pronotes its services via its web
page on the Internet, in trade journals, at trade shows, by
tel emarketing, and in brochures and flyers used for direct
mai | . 1d. 20:25-22:20.

Respondent is in the business of devel oping software
that aids the decision-naking process. Henrion Dep. 8:2-

8:5. The particular program covered by respondent's
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registration is used "for creating, analyzing and
comuni cating quantitative nodels. [It is] a high-end
spreadsheet [with] a nore graphical visible interface [and]
allows quantities to be represented as uncertain using
probability distributions..” 1d. 9:10-9:18; see also, id,
13:3-13: 9 and Weissman Dep. 17:7-17:12. The vast mgjority
of the copies of respondent's programthat have been sol d,
approxi mately 1,000, have been sold by respondent's
|icensee, with a retail price of nearly $800 per copy; since
mar keting by the |licensee ceased and respondent has been
mar keting the programdirectly, it has been selling for
nearly $500 per copy. Henrion Dep. 73:8, 34:2-34:5;
Wi ssman Dep. 35: 14.

The typical purchaser of respondent's programis nore
sophi sticated than the average purchaser of software.
Wei ssman Dep. 39:18-39:19. See also, id, 30:20-31:1, and
Henri on Dep. 31:23-32:10. 0 The program has not been sold at
retail. Henrion Dep. 34:17-34:22. It has been narketed
through direct sales calls, direct mail, the Internet, and
at trade shows. Weissman Dep. 11:22-14:17; Henrion Dep.

34: 13- 34: 16.

" Q .[Als the principal devel oper of this product, did you have
an expectation that the user would have to have a certain | eve
of experience in a particul ar area?

A. Yes.

Q Wiat type of experience did you--

A. Typically, at least a graduate degree in a quantitative

di sci pline.

Henrion Dep. 32:3-32:10.
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We begin our analysis of petitioner's claimby noting
that petitioner prevails on the issue of priority, because
petitioner has introduced a certified copy of its pleaded
regi stration, establishing that it is subsisting and owned
by petitioner, and respondent, in its answer, admtted that
it did not use its mark until a date long after the filing
date of the application which gave rise to petitioner's

registration. See Brewski Beer Co. v. Brewski Brothers

Inc., 47 USPQRd 1281, 1284 (TTAB 1998) and Hi | son Research

Inc. v. Society for Human Resource Managenent, 27 USPQQRd

1423, 1428-29 n.13 (TTAB 1993).

Qur determ nation of |ikelihood of confusion under
Section 2(d) is based on an analysis of all the du Pont
factors which are rel evant under the present circunstances

and for which there is evidence of record. Inre E. |. du

Pont de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563, 567

(CCPA 1973). In any likelihood of confusion analysis,
however, two key considerations are the simlarity or
dissimlarity of the goods or services and the simlarity or

dissimlarity of the marks. Federated Foods, Inc. v. Fort

Howar d Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA

1976); In re Azteca Restaurant Enterprises Inc., 50 USPQd

1209, 1210 (TTAB 1999).
We consider, first, the simlarity or dissimlarity of

the marks. Respondent argues that the marks are dissimlar
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because petitioner's mark incorporates a stylized letter A
design, presents the term ANAYLYTICA with larger letters on
either end, and includes |-NNCORP-ORA-T-E-D. In terns
of the visual simlarity of the marks, we agree that the use
of the stylized letter A and the particul ar display of
"incorporated” result in a mark that |ooks different than
respondent's mark. In contrast, we disagree with
respondent’'s contention that petitioner's particul ar display
of the term ANALYTICA, i.e., with the "A" on either end
slightly larger than the other letters, contributes to
visual dissimlarity. Respondent's mark ANALYTICA is
registered in typed form so we nust consider the
possibility of it being presented in various forns of

di splay, including the formin which petitioner displays

that term Phillips Petroleum Co. v. C. J. Wbb, Inc., 442

F.2d 1376, 170 USPQ 35 (CCPA 1971); Jockey International

Inc. v. Mallory & Church Corp., 25 USPQ@d 1233 (TTAB 1992).

Wiile we find the marks to have both simlarities and
dissimlarities in appearanceE! we find the connotation or
meani ng created by the marks to be simlar. Petitioner's

registration includes a disclainer of the term

8 To the extent the parties' respective marks woul d be spoken,
there would be both simlarities and dissimlarities in
pronunciation, with the latter attributable to petitioner's use
of the letter A and the term"incorporated" in its mark. W find
it unlikely, however, that nmany of petitioner's custoners would
articulate the letter A and the term"incorporated" in
petitioner's mark, and would be nore likely to speak it sinply as
ANALYTI CA.
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"incorporated,” and disclainmed nmatter typically is |less

significant than other conponents in a mark. Tektronix,

Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ 693 ( CCPA

1976). In addition, we find that the stylized letter A
desi gn woul d be perceived as an initial and would tend to
reinforce the domnant termin petitioner's mark, i.e.,
ANALYTICA. In sum we find the marks create the sane basic
commerci al inpression

Not wi t hst andi ng the basic identity of conmerci al
i npression created by the involved marks, we agree with
respondent that the term ANALYTI CA, though not found in the
dictionary, is highly suggestive of the involved goods and
services. The termis evocative of "analysis" and
"anal ytical," both of which are terns used by petitioner to
describe its services. Likew se, respondent's software is a
"deci si on anal ysis" program Moreover, the record,
i ncludi ng non-party registrations, Internet evidence and
phone directory listings, reveals that ANALYTI CA has
appeal ed to others as a trademark or trade nane el enent, for
| aboratories and | aboratory equi pnent, and in the conputer
field, anong others. While this evidence does not establish
the extent of use of these other marks or nanes, or the
degree to which consuners have been exposed to them it does
denonstrate that ANALYTICA may not be particularly

distinctive. See Bost Bakery Inc. v. Roland Industries,

10
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Inc., 216 USPQ 799, 801 n.6 (TTAB 1982). |In addition,
petitioner has provided no support for its claimthat its
mar Kk has achi eved a degree of fanme in the "niche" field of
environmental testing. Thus, we conclude that the scope of
protection to which petitioner's mark is entitled is
limted.

Turning to the invol ved goods and services, they
clearly are not conpetitive, notw thstanding petitioner's
argunents to the contraryﬂ and are only theoretically
conpl enentary. Respondent's CEO adm tted during cross-
exam nation that it would be possible for a user of
respondent's software to utilize data obtained from
petitioner's | aboratory. Nonetheless, the witness al so
testified that the conposition of an environnental sanple,
i.e., the results of the type of analysis conducted in
petitioner's | aboratory, would "be one anong, you know,
many, many inputs.” Henrion Dep. 33:24-33:25. Moreover,
there is no evidence that any comnmon custoner of petitioner
and respondent has used the results of petitioner's analysis
services in a decision analysis assessnent using

respondent's software.

° Petitioner argues that "both conpanies provide tools by which
environnental data is analyzed" and "the end result” of its
servi ces and use of respondent's program "are charts, bars and
graphs of environnmental data." The argunment suffers from
unwarranted generalities that do not accurately reflect the
respective goods and servi ces.

11
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The question of the rel atedness of the goods and
services in this case is simlar to the circunstances
considered by this Board in the Informati on Resources case.
In that case, no |ikelihood of confusion was found despite
si mul t aneous use of EXPRESS in connection with conputer
software and services relating to the anal ysis of
information, including financial information, and X*PRESS
for transmtting news and a variety of general information
and data to hone and busi ness conputers via satellite and

cabl e tel evision |ines. | nformati on Resources Inc. v.

X*Press Information Services, 6 USPQ2d 1034 (TTAB 1988).

In regard to classes of consuners for the goods and
services, we note that the only evidence that the parties
even have conmmon custoners consists of testinony from
petitioner's president that petitioner has done business
with sone of the sane | arge conpani es and gover nnent al
agencies that are listed as custoners of respondent's forner
| i censee. There is no evidence, however, that the sane
i ndividuals, or even the sanme departnents within these
institutional purchasers, would be responsible for
purchasi ng both petitioner's services and respondent's
goods. The nere fact that respondent's software and the end
products resulting froma purchase of petitioner's services
could end up in the hands of the sane institutional consuner

do not dictate a finding of |ikelihood of confusion. See

12
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El ectronic Design & Sales Inc. v. Electronic Data Systens

Corp., 21 USPQ2d 1388 (Fed. CGr. 1992); see also, SBS

Products Inc. v. Sterling Plastic & Rubber Products, Inc., 8

USPQ2d 1147, 1150 (TTAB 1988) (all products used in

i ndustrial plants are not, per se, related). Moreover, it
is clear fromthe record that the particular individuals who
woul d seek petitioner's services or respondent's goods,
woul d be sophisticated and unlikely to rely solely on the
parties' marks in making their purchasing decisions.

W note petitioner's argunment that the invol ved goods
and servi ces have been marketed at some of the sane trade
shows. Petitioner has not, however, presented evidence that
any attendees inquired about a possible relationship of the
parties. W find the evidence of pronotion at conmon trade
shows no nore probative on the question of |ikelihood of
confusion than the evidence that the goods and services are
al so marketed through the common trade channel of the
Internet. That is to say, this evidence is not probative of
a likelihood of confusion. See SBS Products, supra, at 1150
(mere marketing of goods in sanme publications did not
warrant finding that products were related or that readers
woul d believe different goods originated in same source).

We note petitioner's allegation that there has been a
singl e instance of actual confusion. W agree, however,

W th respondent's argunent that the letter sent to

13
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petitioner, but intended for respondent's |icensee, was

m sdirected through carel essness, not as the result of any
actual confusion. The letter-witer was seeking to sell
services, and was not seeking to purchase respondent's
software program W agree with the characterization of the
letter by M. Weissmann, i.e., as a "junk mail"
solicitation. Weissmann Dep. 43:22-43:25.

Finally, we find unpersuasive petitioner's argunent
t hat respondent adopted its mark in bad faith and with an
intent to trade on petitioner's reputation. The record does
not support the argunment. Though respondent at sone point
becane aware of petitioner's registration, it was not until
after respondent had chosen its mark and concl uded that the
parties could co-exist because they are not conpetitors.

In sum despite the virtually identical inpressions
created by the marks, we find no likelihood of confusion
because the marks are suggestive and entitled only to a
limted scope of protection; the goods are not conpetitive,
and only marginally conplenentary; there is no evidence that
t he goods and services have comon purchasers, even though
t hey may have been marketed to sone of the same
institutional custoners; and the prospective purchasers are
hi ghly sophi sti cat ed.

Deci sion: The petition to cancel is dismssed.
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